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Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-13 and 32-40, drawn to a substrate useful for making an endless 
belt in a papermaking machine, classified in class 442, subclass 327. 

II. Claims 14-31, drawn to a method of producing a substrate useful for 
making an endless belt in a papermaking machine, classified in class 427, 
various subclasses. 

2. Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make another and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the product can be made using a materially 
different method such as by laminating a plurality of textile layers and then impregnating 
the layers with a matrix material or by adding a powdered resin to the textile layers, 
laminating the layers followed by heating the laminate to cause the powdered resin to 
flow and impregnate the layers. 

3. Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

4. During a telephone conversation with Ronald Santucci on April 5, 2006 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-13 and 32-40. Affirmation of this election must be made by applicant in 


Application/Control Number: 10/612,196 Page 3 

Art Unit: 1771 

replying to this Office action. Claims 14-31 are withdrawn from further consideration by 
the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-10, 12-13, 32-33, 35-37 and 39-40 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Davenport et al. EP 0 960 975. 

Davenport et al. teach a long nip press belt for a long nip press on a paper 
machine including an endless base support substrate, a staple fiber batt attached to at 
least one of the two sides of the endless base substrate and polymeric resin materials 
totally impregnating the fiber/base composite structure (abstract). The base support 
substrate may be a laminated structure comprising two or more base layers which can 
be spirally wound in a plurality of turns and can be woven, nonwoven or knitted (col.4 
par.0018-0019) used in the production of paper machine clothing such as monofilament 
or multifilament yarns (col.6 par.0034). The outer side of the fiber/base composite 
structure is also coated with a polymeric resin material (col.4 par.0022). The polymeric 
resin can be from the families of polyamide, polyester, polyurethane, etc. (col.6 lines 
0034). The outer surface of the belt may be provided with a plurality of blind holes or 
grooves (col.6 par.0032). The primary base layer comprises machine-direction yarns 
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and cross-machine direction yarns (col. 10 par.0050). The layers can be laminated using 
heat and pressure (col.7 par.0038). According to the drawings the layers appear 
stacked, thereby forming a laminate and this meets the limitation of claim 2. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use.or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-4, 6-11, 32-34, 37 and 39-40 are rejected under 35 U.S.C. 102(b) as 
being anticipated by FitzPatrick (US 5,753,085). 

FitzPatrick teaches a long nip press belt for a papermaking machine has a textile 
substrate impregnated and coated on at least one side with a polymeric resin. The 
textile substrate includes textile components such as monofilaments, continuous fine 
filaments or staple fibers having non-circular cross sections with a plurality of lobes. The 
laminate is held together by chemical bonding (abstract). The textile can be woven or 
nonwoven. The polymeric resin material may be polyurethane (col. 3 lines 63-64). The 
filaments may be interwoven from machine direction and cross-machine direction (col.4 
lines 65-66). 

Claim Rejections - 35 USC § 102/103 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 34 and 38 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Davenport et al. 

Claims 5, 34 and 38 are process limitations. Claim 5 recites, "wherein the 
nonwoven materials are spun bonded, wet laid, air laid, knitted, extruded, or spiral- 
linked." Claim 34 recites, "wherein the layers are laminated together promoting a 
chemical reaction between respective layers." Claim 38 recites, "wherein a respective 
textile layer is made by one of spun bonded wet laid and air laid processes impregnated 
with resin or rubber material." Product by process claims are not limited to the 
manipulations of the recited steps, only the structure implied by the steps. "Even 
though product - by process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product - by - 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe , 227 USPQ 964, 966 (Fed. Cir. 1985). 
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Once the Examiner provides a rationale tending to show that the claimed product 
appears to be the same or similar to that of the prior art, although produced by a 
different process, the burden shifts to applicant to come forward with evidence 
establishing an unobvious difference between the claimed product and the prior art 
product. In re Marosi, 218 USPQ 289, 292 (Fed. Cir. 1983). 

The use of 35 USC 102/103 rejections for product by process claim has been 
approved by the courts. "[T]he lack of physical description in a product - by - process 
claim makes determination of the patentability of the claim more difficult, since in spite 
of the fact that the claim may recite only process limitations, it is the patentability of the 
product claimed and not of the recited process steps which must be established. We are 
therefore of the opinion that when the prior art discloses a product which reasonably 
appears to be either identical with or only slightly different than a product claimed in a 
product - by - process claim, a rejection based alternatively on either section 102 or 
section 103 of the statute is eminently fair and acceptable. As a practical matter, the 
Patent Office is not equipped to manufacture products by the myriad of processes put 
before it and then obtain prior art products and make physical comparisons therewith." 
In re Brown , 173 USPQ 685, 688 (CCPA 1972). 

Claim Rejections - 35 USC § 102/103 
12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 34 and 38 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over FitzPatrick. 

Claims 5, 34 and 38 are process limitations. Claim 5 recites, "wherein the 
nonwoven materials are spun bonded, wet laid, air laid, knitted, extruded, or spiral- 
linked." Claim 34 recites, "wherein the layers are laminated together promoting a 
chemical reaction between respective layers." Claim 38 recites, "wherein a respective 
textile layer is made by one of spun bonded wet laid and air laid processes impregnated 
with resin or rubber material." Product by process claims are not limited to the 
manipulations of the recited steps, only the structure implied by the steps. "Even 
though product - by process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product - by - 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe , 227 USPQ 964, 966 (Fed. Cir. 1985). 

Once the Examiner provides a rationale tending to show that the claimed product 
appears to be the same or similar to that of the prior art, although produced by a 
different process, the burden shifts to applicant to come forward with evidence 
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establishing an unobvious difference between the claimed product and the prior art 
product. In re Marosi, 218 USPQ 289, 292 (Fed. Cir. 1983). 

The use of 35 USC 102/103 rejections for product by process claim has been 
approved by the courts. "[T]he lack of physical description in a product - by - process 
claim makes determination of the patentability of the claim more difficult, since in spite 
of the fact that the claim may recite only process limitations, it is the patentability of the 
product claimed and not of the recited process steps which must be established. We are 
therefore of the opinion that when the prior art discloses a product which reasonably 
appears to be either identical with or only slightly different than a product claimed in a 
product - by - process claim, a rejection based alternatively on either section 102 or 
section 103 of the statute is eminently fair and acceptable. As a practical matter, the 
Patent Office is not equipped to manufacture products by the myriad of processes put 
before it and then obtain prior art products and make physical comparisons therewith." 
In re Brown , 173 USPQ 685, 688 (CCPA 1972). 


Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 


Davenport et al. in view of FitzPatrick (US 5,753,085). 
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Davenport et al. are silent about the filaments or fibers having profiled or multi- 
lobed cross sections. FitzPatrick is drawn to textile substrates for a long nip press belt. 
FitzPatrick teaches a textile substrate which includes filaments having non-circular 
cross sections with a plurality of lobes (abstract). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have made the 
filaments of Davenport et al. comprise multi-lobed cross sections as taught by 
FitzPatrick motivated to provide strength to the press belt. 

Conclusion 

17. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. In addition to the references provided by Applicant, the follow 
documents are considered pertinent to Applicant's invention: 

Hansen et al. (US 2002/0104631) teach a laminated structure for paper machine 
clothing but do not teach four laminated layers. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anna Gofman whose telephone number is (571) 272- 
7419. The examiner can normally be reached on Mon.-Fri. 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


Anna Gofman 
Examiner 
Art Unit 1771 
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PRIMARY EXAMINER 


